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Claims 1-7, 30-34, 83, 84 and 86 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for astragaloside IV, 
cycloastragenol, astragenol, astragaloside IV 16-one, cycloastragenol 6— bethas-D- 
glucopyranoside and cycloastragenol 3-beta-D-xylopyranoside, does not reasonably 
provide enablement for the compound of formula I as encompassed by claims 1-7, 30- 
34, 83, 84 and 86. The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention commensurate in scope with these claims. 

A conclusion of lack of enablement means that, based on the evidence regarding 
each of the factors below, the specification, at the time the application was filed, would 
not have taught one skilled in the art how to make and/or use the full scope of the 
claimed invention without undue experimentation. 

(A) The breadth of the claims. 

The claims encompass an enormous number of compounds. Note, for example, 
that the term "glycoside" is not limited to any specific structural formula of a saccharide 
and encompasses all monosacchardes, including amino-monosaccharides, 
disaccharides and oligosaccharides. 

(B) The level of predictability in the art. 

It is well known in the pharmaceutical art that even minor changes in the 
structural formula of a compound can lead to major changes in its activity. Note, for 
example, Table 1 on page 28 of the specification, which shows significant difference in 
activity of compounds 1-3 and compounds 6-7. 
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(C) The amount of direction provided by the inventor. 

The disclosure of five specific compounds is clearly not commensurate with the 
full scope of the claimed invention. 

(D) The quantity of experimentation needed to make or use the invention based 
on the content of the disclosure. 

Because there is no way to predict a priori which specific compounds will posses 
the desired telomerase activity, it would take an undue amount of trial and error to test 
various compounds encompassed by the present claims. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Binder et al (U.S. Patent No. 5,770,578) in view of Bodhar et al (Science, vol. 279, 16 
January 1998) 

Binder et al disclose contacting a cell or tissue with astragaloside (see, for 
example, claims 4-5 in column 12), but do not disclose identifying a cell or tissue in 
which an increase in telomerase activity is desired. However, note that Bodhar et al 
teach that normal human cells undergo a finite number of cell divisions which has an 
implication in aging and age-related pathologies (page 349). Therefore, Bodhar et al 
suggest that all animals are in needed of cells or tissue having increased telomerase 
activity since all animals face aging. Since administration of astragaloside disclosed by 
Binder et al would inherently result in increased telomerase activity and since 
telomerase activity is generally desired, the claimed methods are deemed prima facie 
obvious over the cited prior art. 

Claims 88-90 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Binder et al in view of Bodhar et al as applied to claims 1 -1 0 above, and further in view 
of Kitagawa et al (Chem. Pharm. Bull. 31 (2), 689-697 (1983)). 

Kitagawa et al disclose the related astragaloside and astragenol compounds 
extracted from Atragali Radix, a known Chinese medicine. It would have been prima 
facie obvious to a person having ordinary skill in the art at the time the claimed invention 
was made to substitute various astragaloside and astragenol compounds in the method 
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disclosed by Binder et al because such a person would have expected the closely 
structurally related compounds to have similar activity. 

Claims 30-34 and 83-87 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Binder et al (U.S. Patent No. 5,770,578) or Kitagawa et al (Chem. Pharm. 
Bull. 31 (2), 689-697(1983)). 

Each of Binder et al and Kitagawa et al discloses the claimed compositions 
comprising astragaloside and/or astragenol compounds. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elli Peselev whose telephone number is (571 ) 272- 
0659. The examiner can normally be reached on 8.00-4.30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia Jiang can be reached on (571) 272-0627. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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